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REMARKS 

Claims 1-7 are pending in the present application. In the Final Office Action, a 
provisional statutory-type (35 U.S.C. § 101) double patenting rejection was issued against claims 
1-7 on the alleged basis that the claims pending in the present application claim the same inven- 
tion as that defined by claims 1-7 of co-pending application Serial No. 10/065,604. As stated by 
the Examiner, the rejection issued in the Final Office Action was a provisional double patenting 
rejection since the claims in the co-pending application had not, in fact, been patented as of the 
date of the Final Office Action. However, application Serial No. 10/065,604 has since been 
granted as U.S. Patent No. 6,739,214 (issued on May 25, 2004). Applicants respectfully traverse 
the statutory double patenting rejection issued in this case. 

As an initial matter, it is believed that only claims 1-5 were pending in the co-pending 
application Serial No. 10/065,604, which has now issued as U.S. Patent No. 6,739,214. This 
appears to be an inadvertent oversight by the Examiner. 

As the Examiner well knows, in determining whether a statutory basis for a double 

patenting rejection exists, the question to be asked is: Is the same invention being claimed 

twice? M.P.E.P. § 804. "Same invention" means identical subject matter. M.P.E.P. § 804 

(citing Miller v. Eagle Mfg. Co. y 151 U.S. 186 (1984); In re Vogel 422 F.2d 438, 164 U.S.P.Q. 

619 (CCPA 1970); and In re Ockert, 245 F.2d 467, 1 1 U.S.P.Q. 330 (CCPA 1957)). As noted by 

the CCPA in In re Vogel: 

"A good test, and probably the only objective test, for 'same invention' is 
whether one of the claims could be literally infringed without literally infringing 
the other. If it could be, the claims do not define identically the same invention." 

164 U.S.P.Q. at 621-22 (quotations in original). M.P.E.P. § 804 cites In re Vogel as setting forth 
a reliable test for statutory double patenting. The M.P.E.P. notes that if there is an embodiment 
of the invention that falls within the scope of one claim but not the other, then identical subject 
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matter is not defined by both claims and statutory double patenting does not exist . M.P.E.P. 
§804. 

Applying this legal standard, it is respectfully submitted that the statutory double patent- 
ing rejection issued in the present application is improper. It is respectfully submitted that claims 
1-7 of the present application, if allowed as written, could be literally infringed without literally 
infringing claims 1-5 of U.S. Patent No. 6,739,214 (application Serial No. 10/065,604). For 
example, at least one embodiment where this might occur would be one in which the PCD 
element of claim 1 of the present application is used in a structure other than a drill bit, for 
instance using it as a wire drawing die. Claim 1 of U.S. Patent No. 6,739,214 requires the PCD 
element be mounted on the drill bit body. 

Furthermore, it is believed that claims 1-5 of U.S. Patent No. 6,739,214 (application 
Serial No. 10/065,604) could be literally infringed without literally infringing claims 1-7 of the 
present application. For example, one embodiment where this could occur would involve 
making a PCD element that does not have a metallic substrate or has a substrate that is not 
substantially unaffected by the treatment process. 

Applicants direct the Examiner's attention to In re Baird, 146 U.S.P.Q. 579, 582-83 

(CCPA 1965) (copy attached for the convenience of the Examiner). In addressing the statutory 

double patenting case at issue in Baird, the CCPA noted: 

"In our view, the patent and the application do not claim the same inven- 
tion. They claim two different inventions. The patent claims a method compris- 
ing, in claim 6, six steps, step (c) being irradiation. The other patent claims are 
similar and need not be separately analyzed. They all include irradiation. The 
application claims omit the irradiation step, whatever similarities may exist, and 
hence the claimed method is different. It cannot be said that the method of steps 
A, B, C, D is the same method or invention as one consisting only of steps A, C, 
D or A, B, D. So much for the solicitor's argument that the inventions claimed 
are the same." 

146 U.S.P.Q. at 582-83. 
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Similarly, in the present case, independent claim 1 of U.S. Patent No. 6,739,214 (appli- 
cation Serial No. 10/065,604) includes the limitation of "mounting the polycrystalline diamond 
element on the bit body." This additional limitation is not set forth in any of the claims pending 
in the present application. Thus, it is respectfully submitted that the statutory double patenting 
rejection is improper for at least this additional reason. 

In view of the foregoing, it is respectfully submitted that the provisional statutory double 
patenting rejection set forth in the Final Office Action be withdrawn. The Examiner is invited to 
contact the undersigned at (713) 934-4055 or Jeffery Daly at (832) 681-8623 with any questions, 
comments or suggestions relating to the referenced patent application. 



Respectfully submitted, 



Date: June 17,2004 




p . Mike Amerson 
y g . No. 35,426 

Williams, Morgan & Amerson, P.C. 

10333 Richmond, Suite 1100 

Houston, Texas 77042 

(713) 934-4055 

(713) 934-7011 (facsimile) 

ATTORNEY FOR APPLICANTS 
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